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DETAILED ACTION 
Drawings 

1 . The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference character "62" in Figure 5 has been used to designate both RT and 
Internet Router. Corrected drawing sheets in compliance with 37 CFR 1.121(d) are 
required in reply to the Office action to avoid abandonment of the application. Any 
amended replacement drawing sheet should include all of the figures appearing on the 
immediate prior version of the sheet, even if only one figure is being amended. Each 
drawing sheet submitted after the filing date of an application must be labeled in the top 
margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If 
the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 

Specification 

2. The disclosure is objected to because of the following informalities: It describes 
Fig. 5 with remoter terminal 52 and POTS lines 24. These element numbers are missing 
in the Fig. 5 drawing. 

Appropriate correction is required. 

Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
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unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

4. Claims 1-1 1 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-11 of U.S. Patent No. 6,674,749 
hereinafter referred to as Parent 749. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because claims in the continuation are 
broader than the ones in parent patent, In re Van Ornum and Stang, 214 USPQT61, 
broader claims in continuation application are rejected as obvious double patenting over 
previously patented narrow claims. For example, claim 1 of the present invention is the 
same as claim 1 of the Parent 749 except that the present invention claim 1 does not 
recite remote concentrator, located between the customer premises and the transfer 
switch at the telco central office, accepting terminating node signal from access 
concentrator and communicating said terminating node signal to the transfer switch. 
Therefore, claim 1 of the present invention is broader than claim 1 of the Parent 749. 
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5. Claims 12-23 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 12-22 of U.S. Patent No. 6,674,749 

* 

* 

hereinafter referred to as Parent 749. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because claims in the continuation are 
broader than the ones in parent patent, In re Van Ornum and Stang, 214 USPQT61, 
broader claims in continuation application are rejected as obvious double patenting over 
previously patented narrow claims. For example, claim 12 of the present invention is the 
same as claim 12 of the Parent 749 except that the present invention claim 12 does not 
recite remote concentrator accepting at least one terminating node signal 
communicated from access concentrator, integrating all terminating signals into a 
distributor node signal, and communicating the distributor signal to the transfer switch. 
Therefore, claim 12 of the present invention is broader than claim 12 of the Parent 749. 

Claim Objections 

6. Claim 1 is objected to because of the following informalities: It recites "the type" 
in line 1. There is no antecedent basis for this term. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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8. Claim 3 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. This claim recites (II. 13-14) "as many as plurality". This term is 
indefinite and vague. 

9. Claim 3 recites the limitation "said packet layers" in line 11. There is insufficient 
antecedent basis for this limitation in the claim. 

10. Claim 14 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. This claim recites (II. 12-13) "as many as plurality". This term is 
indefinite and vague. 

11. Claim 14 recites the limitation "said packet layers" in line 10. There is insufficient 
antecedent basis for this limitation in the claim. 

12. Claim 25 recites the limitation "said telco central office" in line 14. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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14. Claims 1, 3-4, 12, 14-15, 24-25 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Eakins (US Patent No. 5,946,323). 

Regarding claim 1, Eakins teaches of a public switched telephone network (10) 
supporting circuit switched (19, 24, 32, 34, 44, 46) and packet transfer type (18, 20-22, 
26-30, 38-42) devices at plurality of customer premises (12, 14) and intercommunicating 
via at least one central office (50), comprising: an access concentrator (48) accepting 
both switched signals from said circuit switched type devices (19, 24, 32, 34) and 
packet signals from said packet transfer type devices (18, 20-22, 26-30) and 
communicating both switched signals and packet signals as a terminating node signal to 
transfer switch (50) (col. 3, II. 16-35), and transfer switch accepts terminating node 
signal and separates switched signals from received signals and transmits switched 
signals to circuit switched type devices (39, 44, 46) at another customer premises (14) 
and further separates packet signals from received signal and transmits packet signals 
to packet transfer type devices (38, 40, 42) at another customer premises (14) (col. 3, II. 
36-62) (refer to Fig. 1 for all item references; col. 2, II. 28-col. 4, II. 50). 

Regarding claim 3, Eakins teaches of permanently dedicating DS0 channels for 

« 

voice (circuit layer with number of sub-circuits initially provisioned for switched signals) 
and DS0 channels for data (packet layer dynamically shared for packet signals) for as 
few as none and as many as a plurality (col. 4, II. 63-col. 5, II. 6). 

Regarding claim 4, Eakins teaches of an access concentrator (48) employing 
POTS protocol towards circuit switched type devices (19) and T1 protocol towards 
transfer switch (50) (col. 2, II. 28-col. 3, II. 35). 
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Regarding claim 12, it recites a method substantially similar to the method 
performed by the system as claimed in claim 1 . Refer to rejection for claim 1 . 

Regarding claim 14, refer to rejections for claim 12 and claim 3. 

Regarding claim 15, refer to rejections for claim 12 and claim 4. 

Regarding claim 24, Eakins teaches of transfer switch at a telco central office 
(50) accepting terminating node signal from access concentrator (48) at a first customer 
premises (12) wherein said access concentrator forms said terminating node signal 
from both switch signals from circuit switched type devices (19, 24, 32, 34) and packet 
signals from packet transfer type devices (18, 20-22, 26-30); said transfer switch (50) 
separating said switch signals from said terminating node signal for transmission 
onward to circuit switched type devices (39, 44, 46) at a second customer premises 
(14); and said transfer switch separating said packet signals from said terminating node 
signal for routing onward to packet transfer type devices (38, 40, 42) at said second 
customer premises (14) (refer to Fig. 1 for all item references; col. 2, II. 28-col. 4, II. 50). 

Regarding claim 25, Eakins teaches of an access concentrator (48) for use in a 
communications system (10) with public switched telephone network (16, 56, 58, 60, 
64) with circuit switched type devices (19, 24, 32, 34, 39, 44, 46) and packet transfer 
type devices (18, 20-22, 26-30, 38, 40, 42) at a plurality of customer premises (12, 14), 
comprising: access concentrator accepts both switched signals from said circuit 
switched type devices (19,24, 32, 34) and packet transfer type devices (18, 20-22, 26- 
30); and communicates both of said switched signals and said packet signals as a 
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terminating node signal to a transfer switch located at telco central office (refer to Fig. 1 

* 

for all item references; col. 2, II. 28-col. 4, II. 50). 

Claim Rejections - 35 USC § 103 

15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

> 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

16. Claims 2, 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Eakins as applied to claims 1,12 above, and further in view of Gregory (US Patent No. 
6,289,097 B1). 

Regarding claim 2, Eakins teaches of providing an intermediate ATM switch 
(relay node) between customer-located ATM multiplexer (access concentrator) and 
central office ATM multiplexer (transfer switch) connected by T1 line to direct the portion 
of the traffic to high-speed network packet-switched network (col. 3, II. 5-35). The use of 
repeaters (relay nodes) for communication lines covering longer distances was very well 
known in the art. Eakins is silent about this common feature of intermediate relay node 
for communicating over longer distances between customer premises and the telco 
central office. 

However, in the same field of endeavor, Gregory teaches of using redirect 
repeaters that regenerate T1 digital signals over a T1 span between digital loop carrier 
(DLC) and the central office (col. 4, II. 15-30). 
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It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify Eakins to use repeaters over a longer span between 
customer premises equipment (DLC access concentrator) and central office as taught 
by Gregory in order to amplify and regenerate digital signals on a communication line 
suffering from attenuation and decay over the long span of communication line 
(Gregory, col. 4, II. 20-24). 

Regarding claim 13, refer to rejections for claim 12 and claim 2. 

17. Claims 5, 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Eakins as applied to claims 1,12 above, and further in view of Howell (US Patent No. 
6,462,644 B1). 

Regarding claim 5, Eakins does not teach of using wireless link. 

However, in the same field of communications, Howell teaches of a 
communications concentrator receiving, concentrating and communicating signals over 
a wireless link to various networks (Fig. 2; col. 4, II. 64-col. 5, II. 5). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify Eakins to use wireless link to communicate between 
concentrator and networks as taught by Howell in order to avoid the installation of 
landline telephone line in a remote area or in a situation where it is difficult to route a 
telephone line (Howell, col. 5, II. 57-62). 

Regarding claim 16, refer to rejections for claim 12 and claim 5. 
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18. Claims 8, 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Eakins as applied to claims 1,12 above, and further in view of Bhatia (US Patent No. 

6,023,724). 

Regarding claim 8, Eakins does not teach of using network address translation 

(NAT). 

However, in the same field of communications, Bhatia teaches of an access 
concentrator (Fig. 3 , item 300) employing network address translation for incoming and 
outgoing traffic (col. 20, II. 53-col. 23, II. 48). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify Eakins to use network address translation for incoming 
and outgoing traffic as taught by Bhatia in order to "permit users at multiple workstations 
to simultaneously share a single user account at a network service provider" (Bhatia, 
col. 20, II. 55-57) such that "the LAN modem will effectively multiplex all these outgoing 
packets onto a common network connection" (Bhatia, col. 21, II. 5-7). 

Regarding claim 19, refer to rejections for claim 12 and claim 8. ' 

19. Claims 9, 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Eakins as applied to claims 1,12 above, and further in view of Srisuresh (US Patent No. 
6,058,431). 

Regarding claim 9, Eakins does not teach of using network address translation 

(NAT). 
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However, in the same field of communications, Srisuresh teaches of a router of 
service provider (telco transfer switch) that transfers packets and provides network 
address translation along with private internet protocol addresses (col. 5, II. 18-col. 7, II. 
48). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify Eakins to use network address translation for incoming 
and outgoing traffic at a service provider node as taught by Srisuresh in order to provide 
"network address translation and network address port translation as an external 
service in the access server of a service provider" so that "Such access servers (e.g., 
routers) would reduce the cost of stub routers that individual companies and 
organizations must purchase" (Srisuresh, col. 2, II. 20-25). 

Regarding claim 20, refer to rejections for claim 12 and claim 9. 

20. Claims 10, 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Eakins as applied to claims 1,12 above, and further in view of Saito (US Patent No. 
5,732,071). 

Regarding claim 10, Eakins does not teach of filtering traffic based on Ethernet 
MAC address. 

However, in the same field of communications, Saito teaches of a system with 
bridges (access concentrator) supporting hosts (terminal devices) on Ethernet LANs 
using Ethernet protocols, sending and receiving Ethernet MAC frames to and from host 
devices, and bridge filters MAC frame traffic based on MAC address and forwards MAC 
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frame traffic onward to ATM network (transfer switch) (col. 1 , II. 23-col. 3, II. 57; col. 4, II. 
48-col. 9, II. 23). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify Eakins to filter traffic based on Ethernet MAC addresses 
as taught by Saito in order to "reduce the traffic in the ATM network or the traffic in and 
out of the bridge device" (Saito, col. 7, II. 28-29). 

Regarding claim 21, refer to rejections for claim 12 and claim 10. 

21. Claims 11, 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Eakins and Saito as applied to claims 10, 21 above, and further in view of Eakins and 
Gregory as applied to claim 2 above. 

Regarding claim 11, Eakins teaches of a concentrator located between access 
concentrator and transfer switch (col. 3, II. 10-15) and Gregory teaches of employing it 
for communication over longer distances between customer premises and the telco 
central office. 

Regarding claim 22, refer to rejections for claim 21 and claim 1 1 . 

22. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Eakins, 
Saito and Gregory as applied to claim 22 above, and further in view of Eakins and 
Howell as applied to claim 16 above. 

Regarding claim 23, refer to rejections for claim 22 and claim 16. 
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Allowable Subject Matter 

23. Claims 6-7, 17-18 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Regarding claim 6, Eakins teaches of the telco central office including a central 
office switch (50) connecting circuit switched type devices (39, 44, 46) at customer 

■ 

premises (14) other than first customer premises (12) (refer to Figure 1 for all these 
references). 

Gregory teaches of telco central office including a router (Fig. 3, item 26; col. 4, II. 
28-30) connecting to a digital network connecting to packet transfer type devices at 
customer premises other than the first customer premises (col. 9, II. 24-51 ; redirect 
repeater acting as a switch to route calls on computer network to connected devices). 

The prior art of record Eakins and Gregory, either alone or in combination with 
other prior art of record does not teach the claimed detail feature of "transfer switch with 
a first external interface connecting to central office switch wherein the first external 
interface employs any of T1 , E1 , and DSx protocol to direct signals to the central office 
switch; and a second external interface connecting to the digital network wherein the 
second interface employs digital network protocol". 

Regarding claim 7, it depends from allowed claim 6. 

Regarding claim 17, it recites a method substantially similar to the method 
perform by the system as claimed in claim 6. 

Regarding claim 18, it depends from allowed claim 17. 
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Conclusion 

24. The prior art made of record and not relied upon is considered pertinent to 

i- 

applicant's disclosure. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hemant Patel whose telephone number is 571-272- 
8620. The examiner can normally be reached on 8:00 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on 571-272-7547. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Hemant Patel 
Examiner 
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